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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 07 February 2005 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-51 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) El Claim(s) 1-12. 14-41 .44 A5A7 .48.50 and 51 is/are rejected. 

7) ISI Claim(s) 8.13.42.43.46 and 49 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are; a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claim Objections 

Claim 8 is objected to because it is not at all clear how the subscript "y" may 
equal more than 6 given that the central residue "Q" is at best hexavalent meaning it 
can have no more than 6 polymerizable hydroxyl groups. Clarification is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-12, 14-18, 24-32, 35-37, 40-41, 44-45, 47-48, and 50-51 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Yeager et al. f U.S. patent # 6,352,782. 

Applicant claims a composition in terms of a physical property that is purportedly 
related to the amount of organic impurities remaining after preparation of the polymer 
component. That is, it is reported that as the amount of amine and anhydride impurities 
in a composition containing an anhydride-modified polyarylene oxide, so is the amount 
of water retained when the composition is subjected to certain conditions for a specified 
period of time. 

However, Applicant never actually demonstrates that the related prior art does 
not inherently possess this property. This is because, in the comparative examples, the 
compositions that are not supposed to be emblematic of the instant invention are tested 
for water absorption by being immersed in boiling water for up to 5 days, which 
represents a different and more stringent set of conditions than is claimed. Notably, in 
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one of the comparative examples, the water absorption after 5 days in boiling water was 
less than the required 1% under, again, more stringent conditions. The examples that 
embody the instant invention, on the other hand, are tested by placing the composition 
in an atmosphere having 85% relative humidity at 85° C for seven days. Because the 
testing parameters are different, there is no way of actually knowing that whether the 
compositions disclosed in the comparative examples, which ostensibly are similar to 
those disclosed by the reference, would have met the absorption standard set forth in 
the claims. 

Furthermore, it is not even absolutely clear that the compositions disclosed by 
the reference have a higher quantity of organic impurities as both the instant polymers 
and those of the present invention are isolated by precipitation in an alcohol antisolvent. 
The lack of clarity surrounding this issue is largely a product of the lack of detail 
concerning the precipitation method in the reference. (Preparative example 2 on page 
25 of the Spec is substantially more detailed than is Example 1 of the reference as to 
the precise manner in which precipitation of the polymer was carried out.) For the 
purpose of Examination, it has been assumed that the precipitation steps are equivalent 
hence the compositions disclosed by the reference inherently possess the amount of 
anhydride, free acid, and amine mentioned in claims 2-4 respectively. 

All claims mentioned as being rejected that are directed to different embodiments 
of the polymer structure are anticipated by the reference at columns 6-8. 
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All claims mentioned as being rejected that are directed to different embodiments 
of the capping compound are anticipated by the reference at column 8, lines 41-55 and 
the examples. 

All claims mentioned as being rejected that are directed to different embodiments 
of the monomer are anticipated by the reference at columns 8-1 1 . 

All claims mentioned as being rejected that are directed to different embodiments 
of the capping catalyst are anticipated by the reference at column 7, lines 45-59. 

All claims mentioned as being rejected that are directed to different embodiments 
of the olefin polymerization catalyst are anticipated by the reference at column 12, lines 
13-31. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 19-23, 33-34, 38-39, and 51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yeager et al., U.S. patent # 6,352,782. Yeager only expressly 
discloses the utilization of methanol as an antisolvent. Nevertheless, the skilled artisan 
will appreciate that structurally similar liquids, i.e. those alcohols having more carbon 
atoms than methanol, will, likewise, facilitate precipitation of the polymer. "[I]t is prima 
facie obvious to substitute equivalents, motivated by the reasonable expectation that the 
respective species will behave in a comparable manner or give comparable results in 
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comparable circumstances." In re Ruff 118 USPQ 343; In re Jezel 158 USPQ 99; the 
express suggestion to substitute one equivalent for another need not be present to 
render the substitution obvious. In re Font, 213 USPQ 532. 

Concerning claims 21-23, washing polyarylene ether with an aqueous solution as 
a means of removing the phenol polymerization catalyst is widely documented in the 
prior art and would be an obvious manipulation to those having ordinary skill. 

As for claims 33-34, fillers are mentioned as additives but recommended 
quantities of these materials is not specified. However, their incorporation into polymer 
compositions is ubiquitous in the prior art and the skilled artisan is capable of 
determining as a matter of routine experimentation the amount required to impart the 
desired effect (polymer reinforcement among other things in the case of fused silica) . 
"Discovering an optimum value of a result effective variable involves only routine skill in 
the art." In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

As for claim 38, inhibitors are not expressly disclosed but, "it is prima facie 
obvious to add a known ingredient to a known composition for its known function." In re 
Lindner 1 73 USPQ 356; In re Dial et al 140 USPQ 244. 

Allowable Subject Matter 

Claims 13, 42-43, 46, and 49 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. The reference discloses so 
many possible embodiments of the aromatic rings by way of formulaic description so as 
to make the polymers of claim 13 non-obvious. As for the remaining claims, though the 
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reference broadly contemplates all of these compounds, arriving at the claimed 
composition would require choosing exactly the corresponding materials from long lists 
in each case. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
February 24, 2005 
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